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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I including claims 1-12 and 20 in 
the reply filed on 04/08/2009 is acknowledged. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 3-5, 7, 8 and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Satoh et al (US 5,378,310) . 

Satoh et al discloses a wiring board (Fig. 3E) having, on at least one surface of 
an insulating film (21), a wiring pattern (conductive pattern 20) comprising a base metal 
layer (23, 24) and a conductive metal layer (25) formed on the base metal layer, 
wherein: in a section of the wiring pattern, a width of a bottom of the conductive metal 
layer is smaller than a width of a top of the base metal layer. 

Regarding claim 3, the base metal layer comprises an alloy or a laminate (23, 24) 
comprising two or more metals having different properties. 

Regarding claim 4, the base metal layer is a layer (23) containing Cr. 

Regarding claim 5, a sectional shape of the wiring pattern (20) has a stair formed 
by the base metal layer, and the stair of the base metal layer is formed so as to be 
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projected following a contour of the conductive metal layer around the wiring pattern 
composed of the conductive metal layer. 

Regarding claim 7, an exposed surface of the base metal layer (23, 24) projected 
following a contour of the conductive metal layer (25) around the wiring pattern is 
coated with a concealing metal layer (26). 

Regarding claim 8, the concealing metal layer (26) is a Cr layer. 

It is noted that the claim limitation "plating" in claim 7 and claim 8 is taken to be a 
product by process limitation. A product by process claim directed to the product per se, 
no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See In re 
Fessman, 180 USPQ 324, 326 (CCPA 1974); In re Marosi et al., 218 USPQ 289, 292 
(Fed. Cir. 1983); and particularly In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), all 
of which make it clear that it is the patentability of the final structure of the product 
"gleaned" from the process steps, which must be determined in a "product by process" 
claim, and not the patentability of the process. See also MPEP 21 13. Moreover, an old 
and obvious product produced by a new method is not a patentable product, whether 
claimed in "product by process" claims or not. 

Regarding claim 12, the conductive metal layer (25) is formed on the base metal 
layer through a sputtering copper layer (24). 

It is noted that the claim limitation "sputtering" in claim 12 is taken to be a product 
by process limitation. A product by process claim directed to the product per se, no 
matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See In re 
Fessman, 180 USPQ 324, 326 (CCPA 1974); In re Marosi et al., 218 USPQ 289, 292 
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(Fed. Cir. 1983); and particularly In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), all 
of which make it clear that it is the patentability of the final structure of the product 
"gleaned" from the process steps, which must be determined in a "product by process" 
claim, and not the patentability of the process. See also MPEP 21 13. Moreover, an old 
and obvious product produced by a new method is not a patentable product, whether 
claimed in "product by process" claims or not. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-1 1 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Satoh et al. (US 5,378,310). 

Regarding claims 9 and 10, Satoh et al as described above discloses a metal 
layer (26) on a whole surface of the wiring pattern (23, 24, 25) but does not disclose a 
solder resist layer formed thereon except on a terminal of the wiring pattern, and a 
second metal layer formed on the terminal. It is old and well known in the art to form a 
solder resist layer on the wiring pattern except on a terminal of the wiring pattern, and a 
second metal layer on the terminal. Therefore, forming a solder resist layer on the 
wiring pattern except on a terminal of the wiring pattern, and a second metal layer on 
the terminal would have been obvious modification. 
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Regarding claim 1 1 , Satoh et al as described above does not disclose a solder 
resist layer formed on the wiring pattern except on a terminal of the wiring pattern, and a 
metal layer formed on the terminal exposed from the solder resist layer. It is known in 
the art to form a solder resist layer on the wiring pattern except on a terminal of the 
wiring and a metal layer on the terminal. Therefore, forming the solder resist layer on 
the wiring pattern except on a terminal of the wiring pattern, and a metal layer formed 
on the terminal exposed from the solder resist layer would have been prima facie 
obvious. 

Regarding claim 20, Satoh et al does not expressly disclose the wiring board 
being used in a conventional circuit device comprising the printed wiring board (printed 
circuit board) and an electronic part mounted thereon. It would have been obvious to 
integrate the wiring board of Satoh et al in a conventional circuit device having a 
conventional chip mounted on the wiring board of Satoh et al in order to prevent copper 
being diffused in the polyimide insulating layer of the wiring board and to prevent 
decrease in the propagation speed of a signal transferred via the wiring pattern 20 and 
deterioration of the breakdown voltage. 

Allowable Subject Matter 

Claims 2 and 6 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims, since the prior art does not teach the 
claimed limitations. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thien F. Tran whose telephone number is (571) 272- 
1665. The examiner can normally be reached on 7:30AM - 4:00PM Monday through 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew N. Richards can be reached on (571) 272-1736. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 2895 

/Thien F Tran/ 

Primary Examiner, Art Unit 2895 



